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Reply Brief Not Entered 

1 . The reply brief filed on 5/1 8/09 has not been considered because it is not in compliance 
with 37 CFR 41 .41(a). which states that a reply brief shall not include any new evidence. The 
reply brief filed 5/18/09 introduces new evidence not previously submitted. In particular 
Appellant provides evidence for the first time, that the present invention was commonly owned 
with the '416 patent at the time the invention was made of. 

At page 3 of the Reply Brief, Appellant states that "the previous attorney of 
record, on numerous occasions, clearly and conspicuously commented on Borg 
Warner's common and entire interest in the '416 patent and the Application now 
on Appeal. He stated in a Response filed February 1 , 2007 that "the present 
application and the Lam et al. '416 patent are owned by a common assignee" and 
"[t]he Terminal Disclaimer filed in response to the double patenting rejection also 
establishes the common ownership of the present application and the Lam et al. 
'416 patent." Response submitted 02/01/07, page 9. He made the same or similar 
comments in a Response filed October 30, 2007 and the Appeal Brief filed 
October 28, 2008. Response submitted 10/30/07, page 9-10; Appeal Brief, page 
10. These statements alone satisfy the evidentiary burden outlined in 706.02(L)(2) 
of the MPEP and are thus sufficient to disqualify the '416 patent as prior art under 
35 USC 103(c)." 
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The comments made by the attorney throughout the prosecution of the present application 
did not indicate that the present application and the '416 patent were commonly owned at 
the time the invention was made. Rather, the statements made by the attorney throughout 
the prosecution of the present application indicated that the present application and the 
'416 patent are commonly owned at present, not at the time the invention was made. 
The statement now made in the Reply Brief constitutes new evidence that was not 
previously submitted. 

The Reply Brief therefore will not be entered. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kriellion A. Sanders whose telephone number is 571-272-1 122. 
The examiner can normally be reached on Monday through Thursday 8:30am-7:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Harold Pyon can be reached on 571-272-1498. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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